THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL
This is a decision in an appeal fromthe final rejection
of clains 1 and 3-15, all the clains remaining in the

appl i cation.

! Application for patent filed Novenber 15, 1993.
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Appel lant’ s invention pertains to a nethod of and an
apparatus for displaying informati on al ong an extended area of
conpliant ground. By way of exanple, appellant’s nmethod and
apparatus nmay be used to display a series of repetitive
advertising or public service nessages in a sandy bathing
beach or a snow covered ski area. |ndependent clains 1, 3, 9
and 14, copies of which are appended to appellant’s brief, are
representative of the appeal ed subject natter.

The references of record relied upon by the exam ner in

support of the rejections are:

Moor head 3,832,079 Aug. 27, 1974
Br own 4,958, 446 Sept. 25, 1990
Gliberti 5, 088, 855 Feb. 18, 1992

A new reference relied upon by this nerits panel of the
Board in support of a newrejection is:
Bruess D51, 917 Apr . 2, 1918
Clains 1, 3, 4 and 7-14 stand rejected under 35 U S.C. §
103 as bei ng unpatentable over Brown in view of Moorhead.
Clains 5, 6 and 15 stand rejected under 35 U S.C. § 103
as bei ng unpatentable over Brown in view of Mborhead and
further in viewof Gliberti.
The rejections are explained in the exam ner’s answer
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(Paper No. 11).
The opposi ng vi ewpoi nts of appellant are set forth in the

brief (Paper No. 10) and the reply brief (Paper No. 12).

The 8 103 Rejection of Clainms 1, 3, 4 and 7-14
Based on Brown and Mbor head

Brown pertains to “[a] disposable sandal . . . adapted to
apply an advertising nessage repeatedly into sandy soil at a
beach or the |like” (abstract). As illustrated in Figure 1,
“[t]he | ower exposed surface 16 of the sole 12 is integrally
nol ded with projections 18 defining a mrror inmage adverti sing
nmessage” (colum 2, lines 25-28). As the individual wearing
such a sandal wal ks al ong a beach, the nessage is stanped
repeatedly along the sand. See Figure 2.

Moor head rel ates to an apparatus and process for formng
a pattern in the surface of wet, conpliant concrete. As
expl ained in colum 1 of Morhead in the background section of
the specification, it is sonetines desirable for aesthetic
purposes to provide a pattern in the surface of concrete to
simul ate hand laid bricks, stones, cobblestone, etc.

According to Mborhead, this effect had been effectuated by
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means of hand tools to strike the pattern in the concrete
(colum 1, lines 24-26). 1In this regard, Moorhead states:
Hand stanpi ng tools have been increased in size

to effectuate coverage of broad areas. However, the

process is relatively tine consum ng because of the

fact that a man can only inpress a |limted anount of

concrete as to the square footage that is being

i npressed. This [ Mborhead’s] invention overcones

the limtations of hand stanping concrete by

providing a continuously rolling inpressnent.

[colum 1, |ines 55-62]
Specifically, Morhead provides a tractor-1like apparatus which
includes a roller 16 having a surface 17 conprising ribs or
bl ades 18 arranged in the pattern to be inpressed into the
concrete for continuously rolling inpressnent of the pattern.

The test for obviousness is not whether the features of
one reference may be bodily incorporated into the structure of
anot her reference; nor is it that the clainmed invention nust
be expressly suggested in any one or all of the references.
Rat her, the test is what the conbi ned teachings of the

ref erences woul d have suggested to those of ordinary skill in

the art. Inre Keller, 642 F.2d 413, 425, 208 USPQ 871, 881

(CCPA 1981). Mdreover, a conclusion of obviousness may be

based on conmon know edge and comon sense of the person of
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ordinary skill in the art w thout any specific hint or
suggestion in a particular reference. 1In re Bozek, 416 F. 2d
1385, 1390, 163 USPQ 545, 549 (CCPA 1969).

Appl ying these principles to the presently appeal ed
clains, the exam ner’s conclusion that the conbi ned teachings
of Brown and Moor head woul d have suggested the subject matter
recited in claiml is well founded. A person of ordinary
skill in the art would have readily appreciated as a matter of
conmon sense that Brown's nethod is limted in terns of the
area over which the nessage can be inpressed in a reasonabl e
amount of tinme. Further, the ordinarily skilled artisan woul d
have readily appreci ated that Morhead s teachings of
providing a roller means to facilitate inpressing a pattern in
wet concrete is not limted to stanping concrete but has a
broader applicability to other processes where inpressing a
repetitive pattern is done manually. These consi derations
woul d have provided the artisan with anple suggestion to
provi de an inpressing neans in Brown whereby the nessages are
i npressed into the sand by rolling contact between the

i npressi ng neans and the conpliant ground to enhance the
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overal |l efficiency of the process. The resulting method woul d
neet all of the limtations of independent claim1.

Consi dering next independent apparatus claim9, the step
of providing an inpressing neans in Brown in view of
Moor head’ s teachi ngs whereby the nessages are inpressed into
the sand by rolling contact also results in the apparatus of
claim9. Accordingly, we will sustain the standing § 103
rejection of claim9 based on the conbi ned teachings of Brown

and ©Moor head.
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W will also sustain the standing &8 103 rejection of
claims 10-13 since appellant states on page 5 of the brief
that these dependent clains stand or fall with claim9.

Turning to i ndependent claim3, this clai mdoes not
require that the nmessages be inpressed by rolling. Rather,
claim3 calls for the steps of snoothing the conpliant ground
to establish a path of snoothed conpliant ground, and
I npressing the nmessages into the conpliant ground at regularly
spaced intervals along the path of snpothed conpliant ground.
Appel | ant argues that in Brown the nessages are not i npressed
in the sand at regularly spaced intervals. This argunent is
not well taken. In our opinion, the nmethod of using Brown's
sandal s woul d inherently result in nessages being inpressed in
the sand at regularly spaced intervals, since the |ength of a
person’s stride is consistent fromstride to stride during
normal wal ki ng. W appreciate that our views in this respect
differ fromthose of appellant as expressed on page 1 of the
reply brief.

Appel I ant al so argues that the applied references do not
teach snoothing the ground to establish a snooth path prior to
i npressing the nmessage. However, appellant’s specification
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states on page 3 that during the peak tourist season, it is
conventional for a grounds keeper to conb the beach each
norning with a rake to maintain the beach clean and orderly
for the day’s use. Accordingly, it would have been obvious to
utilize Brown’s sandals to inpress nessages into the sand of a
beach that has been earlier raked snooth, the resulting nethod
corresponding to that of independent claim3 in all respects.
W will not sustain the 8§ 103 rejection of clainms 4, 7
and 8, each of which depends fromclaim3 and adds that the
nessages are inpressed by rolling the inpressing neans al ong
t he snoot hed conpliant ground “imedi ately subsequent to
snoot hi ng” the conpliant ground. 1In rejecting these clains,
the exam ner has taken the position that “[i]t is inherent of
t he Moorhead apparatus to inpress a pattern ‘imredi ately’

subsequent to the snoothi ng neans/ process . (answer, page
6). This position is not well taken. W appreciate that in
Moor head, the concrete is tanped, floated and troweled in
preparation for inpressing the pattern in the concrete (colum
2, lines 39-43). W also appreciate that tanmping, floating
and troweling concrete constitutes snoothing the surface

thereof. It is not apparent to us, however, that Morhead s
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pattern i npressing step inherently takes place “imrediately
subsequent” to snoothing the concrete surface. Rather,
Moor head’ s di sclosure at colum 4, |ines 52-54 (the concrete
Is floated and trowel ed and then maintained in this state
until inpressed) and colum 2, line 54 (the concrete is in a
sem -plastic state prior to being inpressed) suggest that a
period of tinme el apses between the snoothing and i npressing
st eps.

W also will not sustain the standing 8 103 rejection of
I ndependent apparatus claim 14 as bei ng unpatentabl e over
Brown in view of Moorhead. Claim14 requires that the
apparatus thereof includes “nmeans for snoothing the conpliant
ground . . . along the extended area i nmedi ately ahead of the
I npressing neans.” As noted in the previous paragraph, it is
not inherent in Morhead that snoothing the concrete take
pl ace i mredi ately subsequent to inpressing the pattern
therein. Likew se, Morhead does not teach, suggest or infer
that the pattern form ng apparatus should include as a part
t hereof a neans for snpothing the concrete in the area
i mredi ately ahead of the roller 16. The exam ner has not
expl ained, and it is not apparent to us, why in conbining the
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teachi ngs of Brown and Moorhead to effectuate inpressing the
message of Brown by rolling nmeans, the resulting apparatus
woul d al so include the “neans for snoothing” as called for in
the | ast paragraph of claim14. Accordingly, the

rejection of claim 14 based on Brown and Moorhead i s not
sust ai nabl e.

The 8§ 103 Rejection of Cains 5 6 and 15
Based on Brown, Mdorhead and G |i berti

Gliberti pertains to a small tractor for conpacting
surfaces. To this end, the tractor is equipped with a
conpacting cylinder 20. The cylinder is nounted for novenent
bet ween an operative position wherein it engages the ground
(e.g., Figure 5) and an inoperative position wherein it is
spaced fromthe ground (e.g., Figure 7). In addition,
Gliberti can be fitted with a brush 86 for raking a sand trap
of a golf course (see Figure 1).

Claimb5 depends fromnethod claim3 and further requires
that the snoothing step includes raking. |In that appell ant
di scl oses on page 3 of the specification that it is
conventional for a grounds keeper to conb the beach each

nmorning wth a rake to maintain the beach clean and orderly
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for the day’s use, utilizing Brown’s sandals to inpress
nessages into the sand of a beach that has been earlier raked
smooth would result in the nethod of claim5. Thus, we wll
sustain the rejection of claim5, the teachings of Gliberti
bei ng mere surplusage to the rejection.

Claim6 depends fromclaim5 and further requires that
the step of inpressing by rolling take place “i medi ately
subsequent to raking.” As noted above in our discussion of
claims 4, 7 and 8, the conbi ned teachi ngs of Brown and
Moor head do not teach, suggest or infer the step of snoothing
conpliant ground inmedi ately subsequent to inpressing a
pattern therein. G liberti does not make up for the
deficiencies of Brown and Mborhead in this regard. It follows
that the rejection of claim6 based on Brown, Morhead and
G liberti is not sustainable.

Cl ai m 15 depends fromclaim 14 and adds that the “nmeans
for snoot hing” includes a rake. VWhile we appreciate that
Gliberti’s brush 86 for raking sand responds to the rake
requi renent of dependent claim 15, Gliberti’s teachings do
not make up for the above noted deficiencies of Brown and

Moor head with respect to basic conbinati on needed to neet the
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ternms of independent claim14. Accordingly, the rejection of
claim 15 is not sustainable.
New Rej ection Pursuant to 37 CFR 8 1. 196(b)

Pursuant to our authority under 37 CFR § 1.196(b), we
enter the foll owm ng new rejection.

Claims 1, 3, 5 and 9-13 are rejected under 35 U.S.C. §
103 as bei ng unpatentable over the newy cited Bruess
ref erence.

Bruess discloses a tire having a thread pattern
conprising a series of synbols each in the formof a stylized
message “Chio.” It would have been obvious to one of ordinary
skill in the art to provide the tire of Bruess on an
aut onobile. The resulting conbination would correspond to the
apparatus of claim9. 1In this regard, Bruess’s tire having a
tread pattern in the formof raised synbols representing the
stylized nmessage “Chi 0” conprises neans for tenporarily
di spl aying including rolling inpressing neans, as called for
in the first two paragraphs of the body of claim9. The
aut onobi |l e on which such a tire is nounted conprises neans for

rolling the rolling inpressing neans al ong the conpliant
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ground, as called for in the |ast paragraph of claim?9.

The apparatus called for in dependent clains 10, 11 and
13 would also result fromproviding the tire of Bruess on an
autonobile. The subject matter of claim 12, wherein the
graphic elements are recessed within the outer surface, is
consi dered to be an obvious alternative to that which is
di scl osed in Bruess, wherein the graphic elenents are raised
upon the outer surface of the tire.

As to method claim1l1, it would further have been obvious
to drive an autonobile equipped with a tire |like that of
Bruess on soft conpliant ground. The resulting nethod
correspond to the nethod of claim1l in all respects, in our
Vi ew.

Concerning method claim3, in light of appellant’s
di scl osure on page 3 of the specification that it is
conventional to conb a beach with a rake in preparation for
the day’s use, it would al so have been obvious to drive a
vehicle equipped with a tire |ike that of Bruess on a freshly
conbed sandy beach. The resulting nmethod would correspond to
the nmethod of clainms 3 and 5.

Sunmary
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The § 103 rejection of 1, 3, 4 and 7-14 as being
unpat ent abl e over Brown in view of Morhead is affirmed with
respect to clains 1, 3 and 9-13, but is reversed with respect
toclaims 4, 7, 8 and 14.

The § 103 of clainms 5, 6 and 15 as bei ng unpatentabl e
over Brown in view of Morhead and Gliberti is affirnmed wth
respect to claimb5, but is reversed with respect to clains 6
and 15.

In addition, we have nade a new rejection of clainms 1, 3,
5 and 9-13 pursuant to 37 CFR § 1.196(hb).

The decision of the examiner is affirnmed-in-part.

In addition to affirmng the examner’s rejection of one
or nore clainms, this decision contains a new ground of
rejection pursuant to 37 CFR 8 1.196(b) (anended effective Dec.
1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53, 197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,

122 (Cct. 21, 1997)).
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37 CFR 8§ 1.196(b) provides, “A new ground of rejection shal
not be considered final for purposes of judicial review”
Regardi ng any affirmed rejection, 37 CFR § 1.197(b)
provi des:
(b) Appellant may file a single request for
rehearing within two nonths fromthe date of the
ori gi nal decision

37 CFR 8§ 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options with respect to the new
ground of rejection to avoid termnation of proceedings (37
CFR 8 1.197(c)) as to the rejected clai ns:
(1) Submt an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renanded to the exam ner.
(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .
Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b) (1), in
order to preserve the right to seek review under 35 U. S.C. 88

141 or 145 with respect to the affirnmed rejection, the

effective date of the affirmance is deferred until concl usion
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of the prosecution before
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t he exam ner unless, as a nere incident to the limted
prosecution, the affirned rejection is overcone.

If the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina
action on the affirnmed rejection, including any tinmely request
for reconsideration thereof.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR § 1.196(b)

LAVRENCE J. STAAB )
Adm ni strative Patent Judge )
)
]
JOHN P. McQUADE ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
MURRI EL E. CRAWFCORD )
Adm ni strative Patent Judge )
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Sanuel son & Jacob

25 E. Salem St.

P. OO Box 686
Hackensack, NJ 07602

-19-



